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l. INTRODUCTION

1. | have read the Reply Memorial filed by Eli Lilly (Claimant) and the report
prepared by Mr. Philip Thomas in response to my first expert report. None of the
arguments therein lead me to change any of the arguments made in my initial report.
However, the Reply Memorial and Mr. Thomas misstate and distort my arguments and
conclusions to such an extent that a supplemental report is required. In this supplemental
report, |1 avoid repeating my previous conclusions to the extent possible. For the
avoidance of doubt, I continue to fully rely upon, and wish to incorporate herein, all of

my original conclusions.

2. | have attached an updated CV to this report. The only notable change is that as
part of its Annual Congress held in Cape Town in September 2015, the General
Assembly of the International Association for the Advancement of Teaching and
Research in Intellectual Property (ATRIP) elected me as President-Elect (and ex officio

member of the Executive Committee).

. THE CLAIMANT CONTINUES TO IMPLICITLY CLAIM THAT
PATENT LAW HAS BEEN HARMONIZED INTERNATIONALLY

3. | note at the outset that Claimant purports to agree with a number of points |
made in my initial report. Most importantly, Claimant concedes that patentability criteria
are not harmonized internationally.! In fact, Claimant goes so far as to say that this was
never their claim, stating that “[i]t is uncontroversial that neither NAFTA (nor any other
treaty) has harmonized substantive patent law.”

4. However, despite appearing to concede that international patent law is not
harmonized, Claimant actually continues to imply that there is substantive
harmonization, both internationally and more particularly amongst the NAFTA Parties.
In particular, its Reply Memorial argues that there is a “baseline”, in that Chapter

Seventeen of NAFTA creates a minimum set of defined requirements that the NAFTA

! Claimant’s Reply Memorial, (Cl. Reply), para. 54.
2 Cl. Reply, para. 54.



Parties may exceed, but not contravene.® Claimant’s argument now seems to be that only
certain definitions of utility are acceptable (basically, the current U.S. definition) under
NAFTA. As such, Claimant’s baseline argument is essentially a harmonization argument

in disguise.

5. Claimant produces no evidence for its “baseline” argument other than assertions
of its expert, Mr. Philip Thomas. In this report | will clarify the statements made in my

initial report in view of the reoriented “baseline” argument made by Claimant.

M. PATENTABILITY CRITERIA WERE NOT INTERNATIONALLY
HARMONIZED WHEN NAFTA WAS SIGNED

A. Practice in NAFTA Parties Shows That Patent Law Is Not
Harmonized

6. Claimant’s argument is dangerously close to saying that the U.S. definition of
utility is the baseline standard established in Chapter Seventeen. This argument is
unsustainable. As Professor Holbrook, and Claimant’s experts Mr. Kunin and Mr.
Merges, agree in their respective reports, the utility requirement in the U.S. is
notoriously low. As Professor Holbrook explains, the U.S. accomplishes many of the
goals of Canada’s utility requirement through other closely-related doctrines (such as
enablement and written description).* As a result, in my opinion it is difficult to conceive
of a utility standard lower than the current U.S. standard. Accordingly, | cannot
understand how the current U.S. standard — or the US standard at any particular point in
time for that matter, because it has varied considerably — can be considered a “baseline”

in any sense of that word.

7. Following Claimant’s logic with respect to utility raises the question of whether
the other patentability criteria mentioned in Chapter Seventeen are also governed by an
unwritten-but-impliedly-agreed-upon “baseline”. | am unaware of anything to suggest
that this is the case. Take novelty, for example. When NAFTA was negotiated, novelty

was defined in very different ways by most countries other than the United States. U.S.

¥ See Cl. Reply, para 58.
* Holbrook Second Report, Section D.



law considered novelty in part based on invention date under its “first-to-invent” system,
whereas most other countries, including Canada and Mexico, applied some version of a

“first-to-file” system, with a majority of those choosing absolute novelty.®

8. The United States switched in 2013 from a first-to-invent system to a relative
novelty system based on filing date instead of invention date, calling it “first-inventor-
to-file”. This may be said to have increased the novelty threshold and burden on
inventors, because two or more inventors working independently on the same invention

(knowingly or not) must now ensure that they get to the patent office first.

9. A similar story could be offered with respect to the threshold for a patent to be
considered non-obvious under U.S. patent law. As | understand it, the U.S. has
substantially increased the threshold for inventions to be considered non-obvious as a
result of the 2007 decision of the Supreme Court in KSR Int'l Co. v. Teleflex, Inc.®

10.  The logical implication of Claimant’s argument on utility is that a baseline must
also have been established for novelty and non-obviousness. If that were the case, then
one would expect that the current requirements in U.S. law now fall below a notional
baseline by increasing the obligations imposed on inventors. | do not believe that this is

the case.

11. The idea that significantly different understandings of core patentability
requirements and variations of the definitions as defined by courts or legislators over
time are compatible with both NAFTA and TRIPS is demonstrated by years of state
practice.” In other words, international practice has recognized, and continues to
recognize, a significant degree of latitude for states to define and implement

patentability criteria.

® Including Canada, which switched on October 1, 1989.
® KSR International Co. v. Teleflex, Inc., 550 US 398 (2007) (R-130).

" The significant differences between the two explain the years of negotiations outlined in the Thomas
report, see: Thomas Report, para. 6.



12.  The above demonstrates that neither the legislatures nor the courts of the
NAFTA Parties felt that the NAFTA limited their discretion to define and implement
novelty or other substantive patentability criteria to reflect technological changes or
other factors.

B. International Practice Shows that Patent Law Is Not Harmonized
1) The Paris Convention

13.  As alluded to in my initial report and Canada’s Counter-Memorial, the backdrop
to this whole analysis is a norm of international law enshrined in the Paris Convention.
The original text of the Convention was adopted in 1883. In 1900, the principle of
independence of patents was added as Article 4bis (1). That provision reads as follows:

Patents applied for in the various countries of the Union [that is, countries party
to the Convention] shall be independent of patents obtained for the same
invention in other countries, whether members of the Union or not.?

14. In 1911, Article 4bis(2)was added. It reads as follows:

The foregoing provisions is to be understood in an unrestricted sense, in
particular, in the sense that patents applied for during the period of priority are
independent, both as regards the grounds for nullity and forfeiture and as
regards their normal duration.’

15.  As three current WIPO officials wrote (in a personal capacity), including the
recent Head of the Patent Law Section, in a chapter on international patent law in a book

edited by me published earlier this year:

[T]he sovereign right of the Contracting States to decide on granting or refusing
patent protection can be understood to be confirmed by Article 4bis of the Paris
Convention, whereby the independence of patents obtained for the same
invention in different countries is ensured.*

® Paris Convention for the Protection of Industrial Property, World Intellectual Property Organization,
(1883), Article 4bis (R-036).

® Paris Convention for the Protection of Industrial Property, World Intellectual Property Organization,
(1883), Article 4bis (R-036).

19 philippe Baechtold, Tomoko Miyamoto and Thomas Henninger, “International patent law: Principles,
major instruments and institutional aspects”, in D. Gervais (ed), International Intellectual Property: A
Handbook of Contemporary Research (Cheltenham, Edward Elgar, 2015), p. 53 (R-402).
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16.  The Paris Convention has such broad membership (176 member States —
including all NAFTA Parties — as of November 2015) that its rules must be considered
as relevant context in understanding Chapter Seventeen of NAFTA. Moreover, NAFTA
Article 1701(2) requires NAFTA Parties to give effect to the Paris Convention. A

similar rule is contained in Article 2.1 of the TRIPS Agreement.

17.  The idea that NAFTA Chapter Seventeen requires the NAFTA Parties to adopt
the U.S. notion of utility (which, as explained in the Holbrook and Dimock reports, does
not perform the same function in enforcing the patent bargain as it does in Canada),
and/or some other unwritten and unspecified but somehow agreed notion of utility, is
difficult to square with the clear principle enunciated in Article 4bis. Certainly if the
NAFTA Parties had intended to deviate from this fundamental rule in one of the bedrock
treaties of international intellectual property law, they should have been very clear about

what they were doing. NAFTA Chapter Seventeen contains no such clear indication.

2) TRIPS

18.  Claimant questions both my knowledge and understanding of the TRIPS
Agreement and the relevance of TRIPS in the context of this proceeding.!* For example,
Claimant states the following: “Professor Gervais also discusses TRIPS at length. Again,
TRIPS is not of primary relevance to the interpretation of NAFTA obligations. But in
any case, his arguments are unsupported. Professor Gervais suggests that the absence of
a definition for ‘capable of industrial application’ or ‘useful’ in the TRIPS Agreement

indicates that ‘TRIPS left ample room for national variations’ and ‘broad flexibilities.”*?

2913

This leap of logic finds no support in the treaty text.

19. | take issue with this statement by Claimant for several reasons. First, at the time
the NAFTA was signed, the TRIPS Agreement was (and is) the de facto global

1 On my knowledge of TRIPS, it may be useful to recall that my book on the Agreement has been cited
on the interpretation of TRIPS by several courts, including the United States Supreme Court, and in
opinions by Advocates General of the Court of Justice of the European Union. However, | do not limit my
arguments, unlike Mr. Thomas, to beliefs and recollection or to arguments of authority.

12 Gervais First Report, para. 25.

3 Gervais First Report, footnote 82.



intellectual property instrument by which all NAFTA Parties are bound. As |
exhaustively explained in my previous report, the TRIPS Agreement provides important
context for interpreting the patentability requirements in the NAFTA. This is because of
(a) the extreme similarity between the texts of NAFTA and TRIPS; (b) the fact that they
negotiated at the same time; and (c) the fact that all NAFTA parties were involved in the
GATT Uruguay Round, which led to the adoption of TRIPS.* When the same countries
negotiate the same (or similar) words on the same topic in the same timeframe, it is not
illogical to consider possible linkages between the interpretations of the two instruments

in question.

20.  Second, my view that TRIPS does not harmonize international patentability
criteria is not a “leap of logic”. Claimant itself acknowledges that such criteria have not
been harmonized. My conclusion is the result of the plain wording of TRIPS when
considered in accordance with accepted principles of international law. It is worth
recalling also that a basic principle of international law is that states can do all that is not
prohibited. Take, for example, the 1986 case Military and Paramilitary Activities in and
Against Nicaragua (Nicaragua v. United States), where the ICJ stated that “in
international law there are no rules, other than such rules as may be accepted by the

State concerned, by treaty or otherwise.”

21.  The TRIPS Agreement does not prohibit a state from defining its substantive
patentability criteria. This flexibility on how TRIPS is to be implemented is noted in the
very first article of the Agreement, and has been recognized by cases from the WTO
Appellate Body and various dispute-settlement panels that have interpreted TRIPS and

other WTO instruments.

22.  For example, [ would like to draw the tribunal’s attention to the interpretation of
this same provision by the decision of the Appellate Body of the WTO in India - Patent

Protection For Pharmaceutical And Agricultural Chemical Products, where it held:

! Gervais First Report, para. 55.

> Military and Paramilitary Activities in and Against Nicaragua (Nicaragua v. United States), 1986 1.C.J.
14 (June 27, 1986) (RL-037).



[WTO] Members, therefore, are free to determine how best to meet their
obligations under the TRIPS Agreement within the context of their own legal
systems. And, as a Member, India is "free to determine the appropriate method
of implementing" its obligations under the TRIPS Agreement within the context
of its own legal system.*®
23.  The same point about flexibility in implementing TRIPS is reinforced in a more
recent panel report in a case filed against China by the United States, in which the Panel

noted:

7.601 The Panel notes that it is the standard in the treaty obligation that varies

as applied to different fact situations, and not necessarily the means by which

Members choose to implement that standard. The Panel recalls that the third

sentence of Article 1.1 of the TRIPS Agreement, quoted and discussed at

paragraphs 7.512 and 7.513 above, provides as follows: "Members shall be free

to determine the appropriate method of implementing the provisions of this

Agreement within their own legal system and practice."
24.  Given that NAFTA Chapter Seventeen and the TRIPS Agreement use the same
language, | see no reason to doubt that the flexibility that is found in TRIPS is also
found in NAFTA. In fact, similar to TRIPS, NAFTA Article 1709(1) names the three
core patentability criteria (novelty, non-obviousness and utility) but it does not define
them. Article 1709(1) further states that ‘capable of industrial application’ is deemed
synonymous with “useful”, and “result from an inventive step” is deemed synonymous
with “non-obvious”.’® The fact that the NAFTA text does not say utility and industrial
applicability are synonymous but only that they “may be deemed” to be synonymous by
a Party or Member supports the conclusion that the NAFTA parties can implement the
treaty in a variety of ways.” In the TRIPS context this “deeming” language was seen as
a way to move forward without having to establish global or regional harmonization. I
see no reason to think that it has a different purpose in NAFTA. Not only is this what |
recall from those discussions with respect to TRIPS, but more importantly my

recollection is supported by the plain meaning of the language.

® India — Patent Protection for Pharmaceutical and Agricultural Chemical Products, document
WT/DS50/AB/R, 19 December 1997, at para. 59 (R-403).

" China — Measures Affecting the Protection and Enforcement of Intellectual Property Rights, WTO
document WT/DS362/R, 26 January 2009 (Footnotes omitted from quote) (R-404).

'8 North American Free Trade Agreement (NAFTA) (excerpts), Article 1709 (CL-44).
9 CI. Reply, para. 278.



25. In view of the above, | stand by my statements concerning Article 1(1) of TRIPS
and the flexibilities that it provides member states to define and implement substantive

patentability criteria in their domestic systems.

3) The PCT

26.  Claimant has raised anew the matter of whether the PCT directly or indirectly
imposes substantive patentability requirements.”® It does not. As | explain below,
Claimant’s position is in conflict with the plain language of the PCT, and learned
commentary on the Treaty. Publicly-available documents from WIPO further contradict

Claimant’s argument.

27.  The PCT dates back to 1970, well before NAFTA (and TRIPS). As shown in my
first report and further explained in this one, even after NAFTA, substantive

harmonization remained elusive.

28. There is no support that I can see for Claimant’s claim that, while uncontested
variations in the application of utility and industrial applicability are permitted under
international rules, the promise of the patent doctrine is not acceptable.

29. For example, publicly available WIPO documents point to significant variations
in national definitions, and refer specifically to promises contained in patent
applications, without noting any protest or remarks filed by any government. | have
provided examples of this in my initial report and will add significant new examples

below that show that both domestic and international practice are not harmonized.

30.  In 2001, WIPO prepared a ‘Study on the Interface between the SPLT, the PLT
and the PCT’. In this document, the Secretariat explains what harmonization would look

like if it were achieved one day:

[P]rovisions of the PCT relating to the definition of prior art and substantive
conditions of patentability are expressly not binding on Contracting States for
the purposes of examining claims and granting patents. In fact, the latter

2 CI. Reply, para 58.
2! See Section IV of this report and, e.g., paragraph 32 below.
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provisions are not harmonized among the various Offices, such lack of
harmonization being the raison d étre of the SPLT.

[...]

Thus, the International Bureau would recommend that the SPLT be drafted in
the following way, to achieve a seamless interface with the PLT and the PCT:

[...]

(iii) requirements concerning the substantive examination of claims (namely,
definition of prior art, disclosure of the claimed invention, patentable subject
matter, novelty, inventive step/non-obviousness and, if included, industrial
applicability/utility) are governed by express provisions in the SPLT. Offices
may not examine claims using any different requirements*

* [footnote in original text] The question whether the PCT should be modified
to apply the SPLT substantive requirements to international preliminary search
and examination would be a matter purely for the PCT Contracting States to
decide.

[...]

The result would be a uniform standard for preparing applications for filing,
search and examination, whereby purely formal aspects, and formal aspects
linked to substance, would be harmonized for national and regional
applications (under the PLT and the SPLT) and would be the same as for PCT
applications, except where otherwise provided by the SPLT. Substantive
requirements for patentability would be harmonized among national and
regional offices through express provisions in the SPLT, resulting in
theoretically uniform results among the offices. %

This detailed explanation by WIPO recognizes (a) that the current ‘interface’ is

not ‘seamless’; (b) that differences among substantive patentability requirements do
exist; and (c) that such differences lead to different results in different PCT members. In
contrast, what it does not suggest is that there are inherent limits to the range of

acceptable definitions of substantive requirements as a result of the PCT, as Claimant

2 WIPO document SCP/6/5, 24 September 2001, at paras. 18-26 (some footnotes omitted; emphasis

added) (R-405).
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V. PATENTABILITY CRITERIA HAVE NOT BEEN HARMONIZED
SINCE NAFTA WAS SIGNED

A The failure of the SPLT negotiations shows patentability criteria
were not harmonized since NAFTA

32.  As an initial matter, | note that Mr. Thomas makes much of the fact that he
personally attended the negotiations on the PLT and SPLT. | do not deny that useful
knowledge can be gained by attending these sessions in person in terms of atmosphere,
or personal discussions with delegates. That knowledge is not however, a substitute for
objective interpretation from published documents. Having also worked at WIPO and
participated in treaty negotiations there and elsewhere (especially the GATT), as well as
in diplomatic conferences and other sessions, | know that detailed documents and
records of such meetings are published and indeed | consulted them to prepare my
original report. The relevant sections of my report are thus based mostly on published

documents and not on my personal recollections of events dating back 15 or 20 years.?

33. Mr. Thomas’ report makes great case of the fact that utility and industrial
applicability were not discussed in the WIPO sessions on the PLT and the SPLT, and
that the discussions focused on highly contentious issues like “first-to-file”. Getting the
United States to adjust its patentability criteria to be closer to most of the rest of the
world in jettisoning first-to-invent and adopting a version of first-to-file (“first-inventor-
to-file”’) was a key objective for many stakeholders. It was thus not at all surprising to

read that Mr. Thomas recollects that this was the focus in the discussions.

34.  That said, my initial report was on a different point. Whether or not utility was a
priority for negotiators does not matter. Claimant does not contest that WIPO proposals
by Member States do not refer to utility and industrial applicability. From this, with no
real evidence or support that | can see, Claimant asserts that it is because there were

unspoken-yet-agreed notions among WIPO Member States. | disagree.

8 By contrast, the TRIPS negotiations were mostly held in meetings for which no official reports were
ever prepared, with monthly formal session during which little if any negotiation actually took place. |
was present in most informal meetings as a member of the secretariat and wrote a first draft of my book on
TRIPS quickly thereafter.

11



35.  While Claimant asserts that my disagreement stems from a mischaracterization
of the issue of convergence versus divergence,” | note that my view is shared. For
example, the report of the PLT conference held in June 1997, after NAFTA and TRIPS

had been signed, reports:

The Delegation of the United States of America declared that, as it had already
stated in the first, second and third sessions of the Committee of Experts, it was
still not in a position to discuss substantive patent law harmonization.
Accordingly, the Delegation considered that the distinction to be made between
formal and substantive matters continued to be critically important for the
ongoing discussions.®

36. Mr. Thomas offers no explanation as to why a supposed agreement on the
definitions of utility and industrial applicability remained something of a well-kept
secret. | reiterate that it would be a strange practice indeed at the multilateral treaty
negotiation level for WIPO to leave a low-hanging fruit showing agreement between its

members completely out of sight.

37. Moreover, Mr. Thomas’ views appear to be inconsistent with Claimant’s own
arguments. Mr. Thomas says that utility was not discussed during the SPLT negotiations
between 2000 and 2006 because there was an agreed definition. However, according to
Claimant the 2002 AZT Supreme Court decision marked a “sea change” in Canadian
patent law.” If, as Claimant asserts, AZT changed Canadian law in such a way that it
now contravenes an unwritten-yet-agreed-upon notion of utility, it is strange that this

was not discussed or noted in the SPLT negotiation documents.”

38.  There is another explanation that is far more plausible for the silence: If the
minimal discussion on utility and industrial applicability indicates anything, it is that

different approaches were recognized and accepted, not that there was agreement on a

2 ClI. Reply, para. 68 and footnote 106.

% WIPO document PLT/CE/ICV/4, 27 June 1997, online: http://www.wipo.int/edocs/mdocs/mdocs/en/
plt _ce iv/plt ce iv_4.pdf , para. 12 (Emphasis added) (R-406). This report shows that Canada and
Mexico were also present at this meeting.

% CI. Reply, paras. 93-122 and 218.

%" Thomas Report, para. 26.
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singular approach. There was no such agreement. | shall now offer additional evidence

in support of my claim.

B.  WIPO Study

39. My initial report cited a WIPO report contemporaneous to the SPLT
negotiations, which noted significant differences in the application of the notions of
utility and industrial applicability, and referred specifically to patent applications that
promise a result. Before turning to additional evidence, | take issue with Claimant’s
suggestion that my reference to a WIPO/WTO/WHO report was misleading because my

quote from that report was “selective” and that I should have quoted more.

40.  This issue directly attacks my credibility and is important. It deserves a detailed
look.

41. | quoted in my report from page 57 of the WIPO Report (paragraph at bottom of

right-hand column). The key part reads as follows:

Even though the same essential patentability criteria are found in the vast
majority of countries, there is no agreed international understanding about the
definition and interpretation of these criteria. This creates some policy space
regarding their establishment under the applicable national law. Accordingly,
patent offices and courts interpret and apply national patentability requirements
on a case-by-case basis within the applicable legal framework.?
42. A reader of Claimant’s Reply Memorial may well infer from the way footnote
106 is drafted that what I “left out” was contained the sentence(s) that follow my quote.
To the contrary, Claimant quotes from page 59 immediately after my quote from page 57
and deliberately omits to note that my quote is from a passage two pages earlier.

Claimant’s criticism of my report in this regard is, as a result, disingenuous at best.
43. The quote Claimant argues I “omitted” was the following:

Industrial applicability (or utility) means that the invention can be made or used
in any industry, including agriculture, or that it has a specific, credible and
substantial utility. In general, the application of this requirement does not pose

% WTO, WIPO and WHO, Promoting Access to Medical Technologies and Innovation, Intersections
between public health, intellectual property and trade (2013), p. 57 (R-220).

13



practical problems. However, in the area of biotechnology, it needs some
consideration, given concerns that patent applications claiming gene-related
inventions would block the use of the claimed gene sequence for uses that were
not yet known by the applicant and, therefore, would not justify the grant of a
patent in respect of the function which the applicant was not even aware of .

44.  This quote changes nothing on substance to my conclusion. It shows that “in
general” there are few practical problems with utility and industrial applicability, but
some may arise when the application of the claimed invention is not known to the
applicant. This shows that there can be issues with utility and industrial applicability.
The report does not state that issues exist only in the biotech field. Contrary to what

Claimant claims, it uses biotech as an example.

45. My initial report also referred to various documents prepared for WIPO’s
Standing Committee on the Law of Patents (SCP). Since filing my original report |
found another survey prepared by the WIPO International Bureau (Secretariat) on the
notions of utility and industrial applicability.*® This document was prepared for the fifth
session of the SCP (which all NAFTA Parties attended).** At the fifth session, the
Member States discussed a provision of the draft SPLT on utility and industrial
applicability, which provided a number of options.* The report of that session includes a
substantive discussion of utility and industrial applicability.*®* The Chair summary of the
discussion noted that the “the debate revealed different national practices and divergent

views.”*

46.  This document was prepared after NAFTA and TRIPS entered into force. While
it appears this informal informational document was not submitted for approval or

adoption, it is useful in the context of this proceeding because it collects and reflects

2 WTO, WIPO and WHO, Promoting Access to Medical Technologies and Innovation, Intersections
between public health, intellectual property and trade (2013), p. 59 (emphasis added) (R-220).

% WIPO, The Practical Application of Industrial Applicability/Utility Requirements Under National And
Regional Laws, April 2001 (R-407).

31 WIPO document SCP/5/6, 27 November 2001, para. 2 (R-224).

¥ WIPO document SCP/5/2, 4 April 2001, para 6 online: http://www.wipo.int/edocs/mdocs/scp/
en/scp_5/scp_5_2.pdf (R-223).

¥ WIPO document SCP/5/6, 27 November 2001, paras. 132, 136 and 140-146 (R-224).
¥ WIPO document SCP/5/6, 27 November 2001, para. 146 (R-224).
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actual examples of utility and industrial applicability in WIPO Member States (all
NAFTA Parties are WIPO Member States).

47.  The report makes four key points by way of examples from the domestic law of
several WIPO members. First, the promise of the patent approach was acknowledged
internationally at least as early as 2001 not just without any critical commentary, but as
an example of utility.*® Second, notions of utility and industrial applicability vary
significantly by jurisdiction.®® Third, it is up to national courts to determine whether the
standard is met.*” Fourth, the notions of utility and industrial applicability are not
synonyms. They merely overlap, and this overlap leads the Secretariat to suggest that it

is probably better to study them together.*®

48.  The summary of the document prepared by WIPO is itself quite instructive. It
states:

Information received by SCP members, reveals that there is a wide range of
differences among SCP members concerning the interpretation and practice
relating to the ‘industrial applicability/utility’ requirement. It also shows that
the industrial applicability/utility requirement is closely linked, or sometimes
overlaps, with other substantive patentability requirements, such as the
sufficient disclosure (enablement) requirement, inventive step, exclusions from

patentable subject matter and the definition of ‘invention’.*

V. PATENTABILITY HARMONIZATION EFFORTS ARE CONTINUING

49. Further evidence that substantive patentability requirements have not yet been
harmonized can be found in the fact that work is continuing. On October 15, 2015, the
Forty-Seventh (22nd Ordinary) Session of the WIPO General Assembly adopted a

budget and program for the next biennium. The report of the SCP presented to the

* WIPO, The Practical Application of Industrial Applicability/Utility Requirements under National and
Regional Laws, April 2001, paras. 13 and 19 (R-407).

% WIPO, The Practical Application of Industrial Applicability/Utility Requirements under National and
Regional Laws, April 2001, paras. 2-5 (R-407)

$'"WIPO, The Practical Application of Industrial Applicability/Utility Requirements under National and
Regional Laws, April 2001, paras. 15-16 (R-407).

% WIPO, The Practical Application of Industrial Applicability/Utility Requirements under National and
Regional Laws, April 2001, para. 24 (R-407).

% WIPO, The Practical Application of Industrial Applicability/Utility Requirements under National and
Regional Laws, April 2001 (R-407).
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Assembly on that occasion contains the following passage about future work on

substantive patentability criteria:

During its twenty-second session, the Committee discussed two studies, namely
(i) study on the inventive step and (ii) study on the sufficiency of disclosure.
With respect to these two topics some delegations suggested further activities.
As regards the item ‘future work’, at the twenty-second session, the Committee
agreed that the non-exhaustive list of issues would remain open for further
elaboration and discussion at the twenty-third session of the SCP. In addition,
without prejudice to the mandate of the SCP, the Committee agreed that its
work for the following session be confined to fact-finding and should not lead
to harmonization at that stage.*’

50. This 2015 SCP report does not mention utility or industrial applicability at all. In
contrast, inventive step and non-obviousness are mentioned as patentability criteria to be
studied. However, the Member States were self-evidently clear that harmonization was

not the objective.

51.  Where in all this Claimant finds a possible baseline definition of utility, let alone

a binding norm applicable to all NAFTA Parties, is simply beyond my comprehension.

\ { \ \ /
Signed at N\ ‘@/3 A N &K«( on:?Q QQM\\;,)&* i 2018

[signed]
Dr. Daniel Gervais

40 WIPO, Report on the Standing Committee on the Law of Patents (SCP), document WO/GA/47/6, 20
August 2015, online: http://www.wipo.int/meetings/en/doc_details.jsp?doc_id=312043 (emphasis added)
(R-408). Member States “took note” of this report at the General Assembly: See WIPO, WIPO Member
States Approve Organization’s 2016/17 Program and Budget, Geneva, 15 October 2015, document
PR/2015/783, online: http://www.wipo.int/pressroom/en/articles/2015/article_0013.html. (R-409).
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CURRICULUM VITAE

Daniel J. Gervais

PART | - EMPLOYMENT & HONORS

11.
12.

al) CURRENT POSITION & TITLE

Professor of Law, Law School, Vanderbilt University

Professor of French (graduate students only), College of Arts & Science, Vanderbilt University
Director, Vanderbilt Intellectual Property Program

Faculty Director, LL.M. Program

a2) CURRENT UNIVERSITY SERVICE

University Faculty Marshal
Faculty Advisor, Vanderbilt Journal of Technology and Entertainment Law

a3) CURRENT POSITIONS AND AFFILIATIONS

Editor-in-Chief, Journal of World Intellectual Property (peer-reviewed), published by
Wiley-Blackwell (2006- )

Associate Reporter, Restatement of Copyright, First (American Law Institute) (2014-)
Member (elected), American Law Institute

Research Affiliate, New Zealand Centre of International Economic Law

Editor of www.tripsagreement.net

Founding member, International Society for the Development of Intellectual Property
(ADALPI)

Member, Editorial Board, WIPO-WTO Colloquiums for Intellectual Property Teachers
President-Elect, International Association for the Advancement of Teaching and

Research in Intellectual Property (ATRIP) (2015-)

Panelist, UDRP, WIPO Arbitration and Mediation Center

. Member of the ABA, AIPLA, Law Society of Upper Canada (Ontario) and Bar of

Quebec

Twitter: @danielgervaisIP

Languages: English, French, Spanish. German (functional). One year of Chinese
(Mandarin)

b) PREVIOUS UNIVERSITY SERVICE

Member, Vanderbilt University Copyright Task Force (2014-2015)


http://www.victoria.ac.nz/law/centres/nzciel/staff
http://www.tripsagreement.net/
http://www.wto.org/english/tratop_e/trips_e/colloquium_main_e.htm

w

Process Chair, Faculty Grievances (Promotion and tenure), Vanderbilt University (2011-
2015)

Faculty Senator, Vanderbilt University (2011-2014)

Acting Dean, Common Law Section, University of Ottawa (Feb-Jul 2006 and Sep-2007-
July 2008)

c) EDUCATION

Doctorate, University of Nantes (France), 1998

* magna cum laude (“trés honorable”)

Diploma of Advanced International Studies, Geneva (Switzerland), 1989

= summa cum laude (“tres bien™)

LL.M., University of Montreal, 1987

Computer science studies University of Montreal, 1984-1985
LL.B. (McGill University/University of Montreal), 1984
D.E.C. (Science, Jean-de-Brébeuf College, Montréal), 1981

d) PREVIOUS EMPLOYMENT & POSITIONS

Member, Executive Committee, International Association for the Advancement of
Teaching and Research in Intellectual Property (ATRIP) (2011-)

Chair, American Bar Association (ABA) Committee on International Copyright Laws
& Treaties (2012-2014)

University Research Chair, Common Law Section, University of Ottawa (2006-2008)
Vice-Dean, Research, Common Law Section, University of Ottawa (2003-2006)

Full Professor, Common Law Section, University of Ottawa (2005-2008)

International editor, Journal of Intellectual Property Law & Practice (Oxford Univ. Press)
(2005-2008)

Associate Professor, Common Law Section, University of Ottawa (2001-2005)
Vice-President, International, Copyright Clearance Centre, Inc., Massachusetts, USA, 1997-
2000

Consultant, Organization for Economic Cooperation and Development (OECD), Paris, 1997
Assistant Secretary General, International Confederation of Societies of Authors and
Composers (CISAC), Paris, 1995-1996

Head of Section, World Intellectual Property Organization (WIPO), Geneva, 1992-1995
Consultant & Legal Officer, General Agreement on Tariffs and Trade (GATT/WTO),
Geneva, 1990-1991

Lawyer, Clark, Woods, (Montreal), 1985-1990

e) VISITING PROFESSORSHIPS

Yong Shook Lin Professor of Intellectual Property, National University of Singapore, February
2015

Visiting Professor, Université de Strasbourg (Centre for International Intellectual Property Studies
(CEIPI), France), Nov.-Dec. 2009, March 2012, May 2014, January 2016

Gide Loyrette Nouel Visiting Chair, Institut d'études politiques de Paris (Sciences Po Law), Feb.-
Apr. 2012



Visiting Lecturer, Washington College of Law, American University, June 2011

Visiting Professor, Université de Liége (Belgium), March 2010 and 2011

Visiting Professor, Université de Montpellier, France (Feb. 2007 and Apr. 2008)

Visiting Professor, University of Haifa (2005)

2004 Trilateral Distinguished Scholar-in-Residence, Michigan State University, Detroit College of
Law (April-May 2004)

Visiting Scholar, Stanford Law School, Feb-Apr. 2004

Visiting Professor, DEA (graduate) program, Faculty of Law, University of Nantes, France
(May 2003)

Visiting Professor, Faculty of Law, Graduate program in Intellectual Property (DESS),
Centre universitaire d’enseignement et de recherché en propriété intellectuelle (CUERPI),
Université Pierre Mendés-France (Grenoble I1), France (2002)

Visiting Professor, Faculty of Law, University of Puerto Rico (June-July 2002--instruction in
Spanish and English)

Lecturer, Institute for Information Law, Faculty of Law, University of Amsterdam,
Postdoctoral Summer Program in International Copyright Law (every year since 2000; last in
July 2015)

f) HONORS & MEMBERSHIPS

Member, American Law Institute (2015-)

Member, Academy of Europe (2012-)

Selected (by student vote) as Commencement speaker, Vanderbilt Law School, May 2014

FedEx Research Professorship, Vanderbilt University Law School (2011-2012)

Ontario Research Excellence Award (ex PREA), 2005*

Charles B. Seton Award, Copyright Society of the U.S.A., 2003 (see under Articles below)
Quebec Bar. Finished first ex aequo out of 700+ candidates—received all available awards,
including:

o Paris Bar Prize
0 Quebec Bar Award
0 Quebec Young Bar Award

Two Academic Excellence Awards, Faculty of Law, University of Montreal

PART II- RESEARCH

a) PRESENTATIONS AT ACADEMIC EVENTS

Distinguished Visiting Speaker, University of Manitoba, November 5, 2015

Speaker, “Campbell @ 21” event, University of Washington (Seattle), April 18, 2015

Co-chair, “Intellectual Property and Regulation of the Internet: The Nexus with Human and
Economic Development,” New Zealand Centre of International Economic Law, Wellington, February
19, 2015

Moderator, “Beyond Regulation: The US Government as Funder, Creator, and User of Intellectual
Property,” Annual Symposium of the Vanderbilt Journal of Technology and Entertainment Law,
January 23, 2015

Lecturer, “Patentability criteria as TRIPS Flexibilities,” University of London in Paris/Queen Mary,

1 Of the 64 research awards in that round, only one given to a law professor.



December 4, 2014

Lecturer, “Collective management”, University of Nottingham, December 1, 2014

Co-Chair and moderator, “Intellectual Property on the Internet: Is there Life Outside of the Big
Three?,” Victoria University of Wellington, November 17-18, 2014

Moderator, Is Copyright Working for Music Creators event, Vanderbilt Law School, October 24,
2014.

Panelist, Kernochan Center for Law, Media, and the Arts 2014 Symposium, Columbia Law School,
New York, October 10, 2014

Moderator, panel on the future of moral rights, ALAI Annual Congress, Brussels, September 19-20,
2014

Chair, Breakfast Panel, Annual ATRIP Conference, Montpellier (France), July 8, 2014

Panelist, “Rights in the mix” session, Information Influx International Conference, University of
Amsterdam, July 2-3, 2014

Speaker, Intellectual Property and the Performing Arts, event organized by Indiana University,
Maurer School of Law (Bloomington), Indiana University Jacobs School of Music, and the Indiana
Arts Commission, Indianapolis, , “Performers rights in comparative perspective” May 16, 2014
Speaker, Rethinking International Intellectual Property, CEIPI, Strasbourg (France), “The Role of
WIPO” May 12, 2014

Speaker, “Trademarks and Tobacco Packaging”, Florida International University, Miami, FL, March
18, 2014

Lecturer, Concordia University, John Molson School of Business, Montreal, November 4, 2013;
Speaker, The Future of Corporate Governance and Intellectual Property Protection, FGV Direito, Rio
de Janeiro, Brazil, May 24, 2013,

Moderator, From Berne to Beijing, Symposium of the Vanderbilt Journal of Entertainment and
Technology Law, January 25, 2013

Speaker, “Patents on Science or Technology?”, Colloguium of the Department of Physics, Vanderbilt
University, January 8, 2013

Co-Host, Evolution and Equilibrium in Copyright Conference, Wellington, New Zealand, November
20-21, 2012

Speaker, ALAI Congress, Kyoto, Japan, October 15-16, 2012

Speaker, Amsterdam workshop on copyright formalities, University of Amsterdam, July 7, 2012;
Speaker, Workshop on When Technology Disrupts Law: How Do IP, Internet and Bio Law Adapt?,
AALS Mid-Year Meeting, Berkeley, CA, June 11, 2012;

Speaker, Law & Business Conference, organized by Vanderbilt Law School; with the Indian School
of Business (ISB) and NALSAR, ISB, Hyderabad, India, May 30-31, 2012;

Speaker, The International Copyright System and Access to Education: Challenges, New Access
Models and Prospects for New Principles, Max-Planck Institute, Munich, Germany May 14-15, 2012;
Speaker, Chicago IP Colloguium, Loyola Law School, Chicago, April 17, 2012

Participant, Workshop “Intellectual Property at the Edge,” Columbia Law School, April 13, 2012
Panelist, Fordham International Intellectual Property Law & Policy Conference, New York, April 12,
2012

Speaker, Faculty of Law, University of Nantes, Nantes (France), March 23, 2012

Speaker, European and International IP Center (CEIPI), Strasbourg (France), March 19, 2012
Speaker, IP Colloquium, Washington University, St. Louis, Feb. 27, 2012

Speaker, Canada-Israel Israeli Canadian Workshop on Copyright Law Reforms & Developments, The
Hebrew University Of Jerusalem, Feb. 20 -21, 2012

Moderator, Vanderbilt Intellectual Property Association/Hyatt Fund event, Lockdown on Password
Sharing, Feb. 1, 2012

Moderator, 2011-2012 Symposium of the VVanderbilt Journal of Entertainment and Technology Law
(JETLaw), Copyright & Creativity: Perspectives on Fixation, Authorship, & Expression, Jan. 27,
2012



Moderator & organizer, Melbourne-Vanderbilt Global Debate, Vanderbilt Law School, Nashville,
November 15, 2011

Speaker, IP Colloguium, Indiana University Maurer School of Law, Bloomington, IN, November 3,
2011

Speaker, Copyright in a borderless online environment Symposium, Thoresta Herrgard, Bro, Sweden,
October 27-28, 2011

Speaker, International Law Weekend, Intellectual Property Law in National Politics and International
Relations, New York, NY, Oct. 21-22, 2011

Panelist, American Intellectual Property Law Association (AIPLA), Annual Meeting, Washington
DC, October 20, 2011

Speaker, Golan v. Holder Roundtable, Harvard Law School, September 23, 2011

Moderator, Max-Planck Institute Workshop on Economic Partnership Agreements of the EU: A Step
Ahead an International IP Law?” Frauenchiemsee, Germany, June 26-28, 2011

Keynote speaker, 39e Collogue annuel International de I’AFEC, Stretching borders: How far can
Canada Go?, Montpellier, France, June 15-17, 2011

Moderator, Vanderbilt University Law School Program, Beijing, China, May 21, 2011

Moderator and panelist, 19th Annual Conference on Intellectual Property Law & Policy, Fordham
University Law School, New York, April 28-29, 2011

Chair, Invitation-only Intellectual Property Workshop, Canadian International Council, Ottawa,
March 31-April 1, 2011

Moderator, Patent Unrest, Vanderbilt Law School. February 24, 2011

Keynote speaker, Annual Symposium of the Kernochan Center for Law, Media & the Arts, Columbia
Law School, New York, January 28, 2011

Speaker, Intellectual Property Institute of Australia (IPRIA), University of Melbourne, Australia,
December 13, 2010

Speaker, Trade, Intellectual Property and the Knowledge Assets of Indigenous Peoples: The
Developmental Frontier, Victoria University, Wellington, New Zealand, December 8-10, 2010
Speaker, Computer Programs and TRIPS, TRIPS@10 Conference, Columbia University, November
16-18, 2010

Speaker, International Law Weekend, American Branch of the International Law Association,
Fordham Law School, New York, October 22-23, 2010

Speaker, Bits Without Borders conference, Michigan State University, East Lansing, M1, September
25-26, 2010

Speaker, World Trade Forum, Bern, Switzerland, September 3-4, 2010

Speaker, Copyright @ 300, UC Berkeley School of Law, Berkeley, CA, April 9-10, 2010

Speaker, The Statute of Anne 300 Birthday, Cardozo Law School, New York, March 24-25, 2010
Panelist, Access to Knowledge (A2K) conference, Yale Law School, February 12-13, 2010
Speaker, IUS COMMUNE, Reinventing the Lisbon Agreement, Maastricht University, The
Netherlands, November 26, 2009

Speaker, The Lisbon Agreement, CEIPI (Université de Strasbourg, France), November 17, 2009
Keynote speaker, Signifiers in Cyberspace: Domain Names and Online Trademarks Conference, Case
Western Reserve University, Cleveland, Ohio, November 12, 2009

Speaker, Beyond TRIPS: The Current Push for Greater International Enforcement of Intellectual
Property, American University (Washington College of Law), November 5, 2009

Speaker, Intellectual Property Developments in China: Global Challenge, Local Voices conference,
Drake University, Des Moines, lowa, October 15-16, 2009

Speaker, University of Hong Kong, June 12-13, 2009

Speaker, Conference on 100th Anniversary of the 1909 Copyright Act, Santa Clara University, April
27,2009

Panelist, Fordham International Intellectual Property law & Policy Conference, Cambridge, England,
April 15-16, 2009



http://news.vanderbilt.edu/2011/11/record-labels-video/

Participant, University of Cambridge-University of Queensland Copyright History Roundtable,
Cambridge, England, April 15, 2009

Commentator, Vanderbilt Roundtable on User-Generated Content, Social Networking & Virtual

Worlds, Nashville, November 14, 2008

Distinguished Finnegan Lecturer, Washington College of Law, Washington, D.C., October 18, 2008
Panelist, International Law Weekend, New York, October 16, 2008

Speaker, IP Speaker Series, Cardozo Law School, September 22, 2008

Lecturer, Intellectual Property Research Institute of Australia (IPRIA), Melbourne, June 3, 2008
Speaker, International Conference on Patent Law, University of New Zealand, Wellington, May 29-

30, 2008

Speaker, Law School of National Taiwan University, March 21, 2008

Commentator, EDGE Project Conference on Intellectual Property and Development, Hong Kong,

March 17-18, 2008

Speaker, Cardozo Law School Conference on Harmonizing Exceptions and Limitations to Copyright
Law, New York, March 30-31, 2008

Panelist, Fordham Conference on International Intellectual Property Law & Policy, New York, March
27-28, 2008

Rapporteur, International Literary and Artistic Association Biennial Congress (ALAI), Punta del

Este, Uruguay, Oct. 31 — Nov. 3 2007

Speaker, Vanderbilt University, Nashville, Tennessee, Oct. 16-17, 2007. “Collective Management of
Copyright in North America”, (conference organized in cooperation with WIPQO)

Speaker, University of South Carolina, Columbia, SC, October 12, 2007 “The Future of Copyright

Law”

Panelist, Fordham University Conference on International Intellectual Property Law & Policy, New York,
April 12-13, 2007

Speaker, Dean’s lectures on intellectual property, George Washington University School of Law,
Washington D.C., March 13, 2007

Speaker, UCLA Conference on the WIPO Development Agenda, Los Angeles, March 9-11, 2007
Speaker, International Conference on Impact of TRIPS: Indo-US Experience. NALSAR University of Law,
Hyderabad (India), Dec. 15-16, 2006

Speaker, International intellectual property conference, University of Chicago-Kent, October 12-13, 2006
Speaker, Study days of the International Literary and Artistic Association, Barcelona, June 18-21, 2006
Moderator, Fourteenth Annual Conference on International Intellectual Property Law & Policy, New York,
April 20-21 2006

Speaker, University of Michigan, Ann Arbor. Intellectual Property & Development, April 14 2006
Speaker, Michigan State University College of Law (MSU), East Lansing, The International Intellectual
Property Regime Complex, April 7-8 2006

Roundtable participant, Vanderbilt University Law School, Nashville, Tennessee. Private International Law
and Intellectual Property Law: Theory and Practice, March 24-25, 2006

Panelist, Federalist Society, Annual Lawyers Convention. Washington, D.C., November 2005

Panel Chair, Annual meeting of the International Association for the Advancement of Teaching and
Research in Intellectual Property (ATRIP), Montréal, July 11-13, 2005

Lecturer, Institute of European Studies, Macau (IEEM), Advanced IP course (25 June-1 July 2005)
Lecturer, Advanced IP conference, Macau, June 27-30, 2005

Speaker, Conference on the Relationship between international and domestic law McGill University,
June 15-16, 2005

Speaker, Conference on the Collective Management of Copyright, Oslo, May 19-21, 2005

Keynote speaker, Conference of the Department of Justice on intellectual property and Internet Law,
Ottawa, April 21, 2005

Keynote speaker, LSUC Annual Communications Law Conference, Toronto, April 8-9, 2005



Speaker, Law & the Information Society Conference, Fordham University, New York, April 6-7,
2005

Panelist, Fordham International Intellectual Property Law & Policy Conference, New York, March
31-Apirl 1, 2005

Speaker, Shanghai 2004: Intellectual Property Rights and WTO Compliance. University of East
China, Shanghai, China, Nov. 24, 2004

Speaker, “The Internet: A Global Conversation” Conference, University of Ottawa, Oct. 1-2, 2004
Lecturer, Office for Harmonization in the Internal Market (Trade Marks and Designs). Alicante
(Spain), July 2004

Organizer and Speaker, Rethinking Copyright Conference, University of Ottawa, May 20-21, 2004
Panelist, American Intellectual Property Lawyers Association (AIPLA), Dallas TX, May 13-14, 2004
Speaker , 2004 Computers Freedom & Privacy Conference, Berkeley, California Apr. 20-23, 2004
Speaker, Intellectual Property, Sustainable Development & Endangered Species Conference. Detroit
College of Law, Michigan State University, March 26-27, 2004

Speaker, Securing Privacy in the Internet Age Symposium, Stanford Law School, March 13-14, 2004
Keynote speaker, “US Copyright Office Comes to California” Conference, Hastings College of Law,
San Francisco, CA, March 3, 2004

Speaker, Global Arbitration Forum, Geneva, Switzerland, Dec. 4-5, 2003

Panel Chair and Speaker, “Copyright and the Music Industry: Digital Dilemmas”, Institute for
Information Law, Amsterdam, July 4-5, 2003. Topic: “Collective Rights Management & the Future of
Copyright”

Conference Fellow, “International Public Goods and Transfer of Technology under a Globalized
Intellectual Property Regime” Conference, Duke Law School, Raleigh, NC, USA, Apr. 4-6, 2003
Speaker, Roundtable on questions arising out of the intersections of technology and questions of
social justice, University of Ottawa, March 28, 2003. Topic: “Democracy, Technology and Social
Justice” (available at commonlaw.uottawa.ca)

Speaker, Conference of Copyright Law Association of Japan (CLAJ), Tokyo, Dec. 7, 2002. Topic :
“Transactional Copyright: Licensing Tailored Uses”

Speaker, Facultés universitaires de Saint-Louis, Belgique, May 25-26 2002. Topic : «De I’ceuvre a
I’auteur »

Speaker. Institutions administratives du droit d’auteur, colloquium organized by the Université de
Montréal, Montreal, Oct. 2001. Topic : « La gestion collective au Canada : fragmentation des droits
ou gestion fragmentaire »

Speaker, Annual Meeting of the International Literary and Artistic Association (ALAI International),
Columbia University, New York, 2001. Topic: “ Rights Management Systems”

Lecturer, Swedish School of Economics and the Finnish IPR Institute, Helsinki, Finland, 2000. Topic:
“Copyright and Electronic Commerce”, lecture presented to graduate students

Speaker, Fordham University Conference on International Intellectual Property, New York, April
2001. Topic “Electronic Commerce and Copyright”

Speaker, Fordham University Conference on International Intellectual Property, New York, April
2000. Topic: “The TRIPS Agreement After Seattle”

Speaker, Ohio State University, Columbus, Ohio, 2000. Topic: “Digital Licensing of Copyright”
Speaker, Fordham University Conference on International Intellectual Property, New York, April
1999. Topic: “Digital Distance Education: Exemption or Licensing?”

Speaker, Fordham University Conference on International Intellectual Property, New York, April
1999. Topic: “An Overview of TRIPS: Historical and Current Issues”



b) PUBLIC LECTURES & OTHER EVENTS

Invited speaker, Association des juristes pour l'avancement de la vie artistique (AJAVA), Espace
Grévin, Montréal, October 30, 2015

Invited panelist, WIPO Worldwide Symposium on the protection of Geographical Indications, topic:
Socio-Economic Aspects of Geographical Indications, Budapest, October 19-21, 2015
Distinguished Guest Speaker, IP Academy of Singapore, February 2015

Keynote speaker, International Congress of Music Authors (CIAM), Nashville, October 22, 2014
Speaker, Intellectual Property Institute of Canada (IPIC), 88" Annual Meeting, Halifax, Nova Scotia,
October 16-17, 2014

Panelist, Copyright Office’s Roundtable on Music Licensing, Nashville, TN, June 4-5, 2014
Panelist, Workshop organized by the International Law Research Program at the Centre for
International Governance Innovation (CIGI), Waterloo, ON, June 3-4, 2014

Panelist, USPTO and NTIA Roundtable, Green Paper Green Paper on Copyright Policy, Creativity
and Innovation in the Digital Economy, VVanderbilt Law School, May 21, 2014

Testimony, Subcommittee on Courts, Intellectual Property and the Internet Committee on the
Judiciary, United States House of Representatives, 113th Congress, 1st Session, May 16, 2013
Lecturer, NORCODE/WIPO Course on Collective Management of Copyright, Oslo, Norway, June
12-13, 2013

Speaker, Intellectual Property Institute of Canada, Annual Congress, Vancouver, B.-C., October 11,
2012

Speaker, The Copyright Office Comes to Music City, Nashville, TN, April 26, 2012
Panelist, ABA IP Section, Annual Meeting, Crystal City VA, March 29, 2012

Speaker, Practising Law Institute, New York, March 28, 2012

Speaker, Gide Loyrette Nouel, Paris (France), March 14, 2012 (“Non Traditional
Trademarks™)

Speaker, Leadership Music, Nashville, TN, March 9, 2012

Moderator, Canadian International Council conference on Innovation (“Right and Rents”),
Ottawa, October 5-7, 2011

Chair and Speaker, Canadian International Council Workshop on Innovation, Ottawa, March
31 and April 1%, 2011

Speaker and session leader, High-level (Ministerial) Forum on Intellectual Property for the
Least-Developed Countries, WIPO, Geneva, July 24-25, 2009

Moderator, Copyright Counseling, Management, and Litigation Law Seminar, Seattle, WA,
April 26-27, 2009

Speaker, Annual Meeting. Commission on Intellectual Property, International Chamber of
Commerce, Cambridge, England, April 17, 2009

Keynote speaker, Asian Copyright Seminar, Tokyo, Japan, February 25-27, 2009

Speaker, International Copyright Institute, Washington DC, Nov. 28, 2006

Speaker, International Trademark Association, Trademarks Administrators Conference, Crystal
City, Virginia, September 19-20, 2006

Speaker, General Assembly of the National Association of Publishers (ANEL), Montréal,
September 14, 2006

Speaker, Federalist Society Annual Lawyers Convention, Washington D.C. November 2005.



http://www.wipo.int/edocs/mdocs/geoind/en/wipo_geo_bud_15/wipo_geo_bud_15_9-annex1.pdf
http://www.tripsagreement.net/documents/Testimony%20HR%20Gervais%20May%202013.pdf
http://www.tripsagreement.net/documents/Testimony%20HR%20Gervais%20May%202013.pdf

Keynote speaker. INSIGHT, Old Mill Inn, Toronto, September 2005. Topic: “Copyright Reform in
Canada”

Speaker. Canadian Institute, , Montréal, June 5-6, 2005

Speaker, Canadian Bar Association, Montreal, Nov. 9, 2004. Topic: “Recent developments in
Canadian copyright law”

Speaker, Peer-to-Peer Luncheon speech, The 45" Circuit, Ottawa Centre for Research and
Innovation (OCRI), Oct. 5, 2004. Topic: “Peer-to-Peer File-Sharing”

Speaker, Luncheon conference, ALAI Canada, Toronto, Sept. 13, 2004. Topic: “The
Supreme Court decision in SOCAN v. Can. Ass’n of Internet Providers”

Lecturer, International Copyright Institute, Washington, D.C., May 5, 2004. Topic:
“Collective management of copyright”

Speaker, Biannual Canadian Bar Association/Law Society of Upper Canada Communications
Law Conference, Ottawa, April 23-24, 2004. Topic: “The Supreme Court decision in CCH v.
Law Society of Upper Canada”

Speaker, Stanford law School, Symposium Securing Privacy in the Internet Age, Topic
“Privacy protection through aggregation of data concerning networked copyright usage,”
March 13, 2004

Speaker, Association pour I’avancement des sciences et des techniques de la documentation
(ASTED), Annual Meeting, Gatineau, Québec, Nov. 7, 2003. Topic : “Copyright Exceptions
and Librarians”

Keynote speaker, International Conference on National Copyright Administrative
Institutions, Ottawa, Oct. 8-10, 2003. Topic: “Status Report on Internet Tariffs”

Panelist, Intellectual Property Institute of Canada (IPIC), Annual Meeting, Halifax, Sept. 19,
2003. Topic: “Technical Protection Measures and Copyright”

Speaker, North American Workshop on Intellectual Property and Traditional Knowledge,
Ottawa, Sept. 7-9, 2003. Topic: Traditional Knowledge and Intellectual Property: The
Issues™

Speaker, Association des juristes d'expression francgaise de I'Ontario (AJEFO), Ottawa, June
21, 2003. Topic: Law & Technology

Speaker, Editors Association of Canada, Ottawa, June 15, 2003. Topic : “A Walk Through
the Copyright Labyrinth”

Keynote speaker, Computer Assisted Language Instruction Consortium (CALICO), Ottawa,
May 22, 2003. Topic : “Copyright, Copyleft, Copywrong?”

Speaker, Expert Roundtable on Transactions in Intellectual Property, Amsterdam, May 17-
18, 2003. Topic: “Fragmentation of Copyright and Rights Management”

Speaker, “The 45th Circuit” (OCRI), Ottawa, Apr. 1, 2003. Topic : “Emerging Issues in
Digital Rights Management”

Speaker, Information Highways Conference, Toronto, March 24, 2003. Topic : Digital Rights
Management : Balancing Creators Rights and User Interests”

Speaker, Literary and Artistic Association (ALAI Canada), Montréal, QC, Oct. 22, 2002.
Topic: “La gestion collective es-elle en crise?”

Instructor, World Trade Organization (WTQO), Nairobi, Sept. 2002. Topic: The TRIPS
Agreement after Doha”

Instructor, World Trade Organization (WTQ), Casablanca, Sept. 2002. Topic: “The TRIPS
Agreement After Doha”



Speaker, Literary and Artistic Association (ALAI Canada), Montreal, May 7, 2002. Topic:
« La décision de la Cour supréme dans I’affaire Galeries d’art du Petit Champlain Inc. c.
Théberge »

Instructor. International Copyright Institute (Washington, D.C.), Nov. 2000 and Nov. 2001.
Topic: “Collective Management of Copyright in the Digital Age”

Speaker. Annual Meeting of the International Trademark Association (INTA), Denver, CO,
USA, May 2000. Topic: “The TRIPS Agreement: Implementation and Dispute Settlement
Issues”

Speaker, New York Bar (NYCLA), 2000. Topic : “Current Rights Clearance Issues”

Speaker, Society of Scholarly and Professional Publishers (SSP), Boston, Mass., 1999. Topic:
“Copyright Licensing Issues”

Speaker, Canadian Writers Union Conference, Toronto, 2000. Topic: “Copyright Management
in the Digital Age”

Speaker, Heritage Canada Roundtable on Copyright Management, Ottawa, 1999. Topic:
“Copyright Management: US Practices”

Speaker, International Publishers Association (IPA) Congress, Tokyo, Japan, 1998. Topic:
“Copyright, Publishing in the Face of Technological Change”

Speaker, Marché international du multimédia (MILIA), Cannes, France, 1995. Topic : “Droit
d’auteur et multimédia”

Speaker, Chilean Book Fair, Santiago, Chile, 1999. Topic: “El papel de las sociedades de
derechos reprograficos y de la IFRRO”

Speaker, Sydney Bar, NSW, Australia, 1996. Topic: “Intellectual Property and Technology”
Speaker, Congress of the International Publishers Association, Barcelona, Spain, 1996. Topic:
“Online Copyright Licensing”

Speaker, Pan African Film Festival (FESPACO), Ouagadougou, Burkina Faso, 1994. Topic:
“Protection of Intellectual Property in Film”

Speaker, Chambre francaise du commerce et de I’exportation (CFCE), Paris, 1990. Topic :
“TRIPS: Le point a dix semaines de Bruxelles”
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i) Summary
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BOOK FEVIBWS ...ttt ettt ettt e bt e e st e e s e e be e st et e s teenaesteeseenbenneeneenne e
General PUDHCALIONS ........oviieie ettt enee e

Technical Reports, Law Reform, and Commissioned Research Work.............ccocovvivninnnne.

i) Detailed description

Books (authored)

1. RESTRUCTURING COPYRIGHT: A PATH TOWARDS INTERNATIONAL COPYRIGHT REFORM
(forthcoming, Edward Elgar?, 2016), approximately 350 pages

2. INTERNATIONAL INTELLECTUAL PROPERTY: AN ADVANCED INTRODUCTION (E Elgar,
forthcoming January 2016) — with Prof. Susy Frankel, approximately 140 pages

3. THE TRIPS AGREEMENT: DRAFTING HISTORY AND ANALYSIS, 4" edn (Sweet & Maxwell, 2012)

4. THE TRIPS AGREEMENT: DRAFTING HISTORY AND ANALYSIS, Asian edition (Sweet & Maxwell
Asia, 2012)

5. INTELLECTUAL PROPERTY: THE LAW IN CANADA, 29 ed. (Carswell, 2011) --with Prof. Elizabeth
Judge, 1223 p.

- Cited by the Supreme Court of Canada in a number of cases
6. L’ACCORD SUR LES ADPIC: PROPRIETE INTELLECTUELLE A L’OMC (Larcier, 2010), 733 p.
7. THE TRIPS AGREEMENT: DRAFTING HISTORY AND ANALYSIS, 3 edn. (Sweet & Maxwell,

December 2008), 785 p.

2 Where possible, titles are hyperlinked. See also http://bit.ly/tsGPQy. The number following the “+” sign indicates
the number of forthcoming titles in each category accepted for publication.
3 New “‘premium monograph series’ edited by Professors Graeme Dinwoodie (Oxford) and Rochelle Dreyfuss (NYU

Law).
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http://bit.ly/tsGP0y

10.

11.
12.

a. Cited by the Supreme Court of the United States in Golan v. Holder (2011) and Wiley v.
Kirtsaeng (2013)

b. This and previous editions cited in several Advocate Generals’ Opinions, Court of Justice of
the European Union

LE DROIT DE LA PROPRIETE INTELLECTUELLE, (Yvon Blais, 2006). 702 pages--with Professors
Elizabeth Judge and Mistrale Goudreau

INTELLECTUAL PROPERTY: THE LAW IN CANADA (Carswell, 2005), with Prof. Elizabeth Judge

THE TRIPS AGREEMENT: DRAFTING HISTORY AND ANALYSIS, 2NP ed. (Sweet & Maxwell, June
2003). 590 p.

THE TRIPS AGREEMENT: DRAFTING HISTORY AND ANALYSIS. (Sweet & Maxwell, 1998). 444 p.

LA NOTION D’EUVRE DANS LA CONVENTION DE BERNE ET EN DROIT COMPARE. (Librairie Droz,
1998). 276 p.

Books (edited)

1.

COLLECTIVE MANAGEMENT OF COPYRIGHT AND RELATED RIGHTS, 3rd edn (Kluwer Law
International, forthcoming) 495 p.

INTERNATIONAL INTELLECTUAL PROPERTY: A HANDBOOK OF CONTEMPORARY RESEARCH
(E Elgar, 2015). 482 pages

INTELLECTUAL PROPERTY, TRADE AND DEVELOPMENT 2™ edn (Oxford Univ. Press, 2014).
364 pages.

THE EVOLUTION AND EQUILIBRIUM OF COPYRIGHT IN THE DIGITAL AGE (Cambridge Univ.
Press, 2014)—with Prof. Susy Frankel. 325 pages.

COLLECTIVE MANAGEMENT OF COPYRIGHT AND RELATED RIGHTS, 2™ edn (Kluwer Law
International, 2010) 495 p.

INTELLECTUAL PROPERTY, TRADE AND DEVELOPMENT (Oxford Univ. Press, 2007). 564 p.

COLLECTIVE MANAGEMENT OF COPYRIGHT AND RELATED RIGHTS (Kluwer Law
International, 2006), 464 p.

Book chapters (all languages)

1.

The Cultural Role of Copyright Collectives, in RESEARCH HANDBOOK ON INTELLECTUAL
PROPERTY IN MEDIA AND ENTERTAINMENT (M. Richardson, ed) (E Elgar, 2015-16, forthcoming)

The Economics of Copyright Collectives, in | RESEARCH HANDBOOK ON THE ECONOMICS OF
INTELLECTUAL PROPERTY LAW (P. Menell and B. Depoorter, eds) (E Elgar 2016, forthcoming)

Historique de I’Accord sur les ADPIC, in L’ ACCORD SUR LES ADPIC, 20 ANS APRES (Ch. Geiger,
ed.) (forthcoming)

The TRIPS Agreement, in ENCYCLOPEDIA OF LAW & ECONOMICS (A Marciano, ed.) (Springer,
forthcoming)

TRIPS, Trademarks, and Trademark Transactions, in THE LAW AND PRACTICE OF TRADEMARK
TRANSACTIONS (J. de Werra and I. Calboli, eds) (Edward Elgar, 2016), 5-28

Collective Management in China, in COLLECTIVE MANAGEMENT OF COPYRIGHT AND RELATED
RIGHTS, 3rd edn (D. Gervais, ed., Kluwer Law International, forthcoming)—with Fuxiao Jiang
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10.

11.

12.

13.
14.

15.

16.

17.

18.

19.

20.

21.

22.

23.

24.

Collective Management of Copyright and Related Rights in the Digital Age, in id.

La recherche des équilibres, in JURISTE SANS FRONTIERES : MELANGES EJAN MACKAAY (S.
Rousseau, ed.), Montréal, Thémis, 2015, 407-440.

How Intellectual Property and Human Rights Can Live Together: An Updated Perspective,
INTELLECTUAL PROPERTY AND HUMAN RIGHTS 37" EDN (PAUL TORREMANS, ED). (Wolters
Kluwer, 2015) 3-26

Human Rights and the Philosophical Foundations of Intellectual Property, in RESEARCH
HANDBOOK ON HUMAN RIGHTS AND INTELLECTUAL PROPERTY (Ch. Geiger, ed) (E. Elgar 2015),
pp. 89-97

TRIPS and Development, in THE SAGE HANDBOOK OF INTELLECTUAL PROPERTY (D. Halbert
and M. David, eds), pp. 95-112

The Limits of Patents, in INTERNATIONAL INTELLECTUAL PROPERTY: A HANDBOOK OF
CONTEMPORARY RESEARCH (D. Gervais, ed) (E. Elgar, 2015) (with Elizabeth Judge), pp. 246-
271

The Three-Step Test, in idem (with Christophe Geiger and Martin Senftleben), pp. 167-189

TRIPS Articles 10; 63-71, in CONCISE INTERNATIONAL AND EUROPEAN IP LAW, 3D ED.
(THOMAS COTTIER AND PIERRE VERON, EDS). (Kluwer Law International, 2015), pp. 41-44 and
179-198

IP Calibration, in INTELLECTUAL PROPERTY, TRADE AND DEVELOPMENT, 2d ed. (D. Gervais,
ed) (Oxford Univ. Press, 2014) 86-114

Originalités, in MELANGES EN L’HONNEUR DU PROFESSEUR ANDRE LUCAS, 389-400
(LexisNexis, 2014)

Patentability Criteria as TRIPS Flexibilities: The Examples of China and India, in GLOBAL
PERSPECTIVES ON PATENT LAW (MARGO BAGLEY AND RUTH OKEDJI, EDS) 541-570 (Oxford
Univ. Press, 2014)

A Cognac after Spanish Champagne? Geographical Indications as Certification Marks, in
INTELLECTUAL PROPERTY AT THE EDGE ( JANE C. GINSBURG AND ROCHELLE DREYFUSS, EDS)
(Cambridge Univ. Press, 2014) 130-155

Current Issues in International Intellectual Property Norm-Making, in (J Drexl, H Grosse Ruse-
Khan and S Nadde-Phlix, eds). MPI Study series (Springer, 2013) 3-16

The Internet Taxi: Collective Management of Copyright and the Making Available Right, After
the Pentalogy, in THE COPYRIGHT PENTALOGY: HOw THE SUPREME COURT OF CANADA SHOOK
THE FOUNDATIONS OF CANADIAN COPYRIGHT LAW (M. GEIST, ED.) 373-401 (2013)

The TRIPS Agreement and Climate Change, in RESEARCH HANDBOOK ON INTELLECTUAL
PROPERTY AND CLIMATE CHANGE (JOSHUA SARNOFF, ED.) (E Elgar, forthcoming)

Physionomie et problématiques modernes du monopole octroyé par le droit des brevets,
JURISCLASSEUR QUEBEC: PROPRIETE INTELLECTUELLE (S. Rousseau, ed., 2012), pp. 21-1 -
21.18 (with Elizabeth Judge).

Copyright, Culture and the Cloud, in TRANSNATIONAL CULTURE IN THE INTERNET AGE (SEAN
PAGER & ADAM CANDEUSB, eds.) (E. Elgar, 2012) 31-54;

Physionomie et problématiques modernes du monopole octroyé par le droit des brevets, in
JURISCLASSEUR QUEBEC : PROPRIETE INTELLECTUELLE (2012), pp. 21-1 -21.18 (with Prof.
Elizabeth Judge)

* Article not submitted to multiple law reviews for placement 13


http://www.tripsagreement.net/wp-content/uploads/2015/03/Philosophical-Foundations-of-IP-and-HR.pdf
http://www.tripsagreement.net/?attachment_id=526
http://www.tripsagreement.net/wp-content/uploads/2014/12/IP-Calibration.pdf
http://www.tripsagreement.net/wp-content/uploads/2014/12/patent-flexibilities-China-India.pdf
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2293655
http://www.ruor.uottawa.ca/en/handle/10393/24103
http://www.ruor.uottawa.ca/en/handle/10393/24103
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2235775

25.

26.

27.

28.

29.

30.

31.

32.

33.

34.

35.

36.

37.

38.

39.

40.

41.

Criminal Enforcement in the US and Canada, in CRIMINAL ENFORCEMENT OF INTELLECTUAL
PROPERTY (C. GEIGER, ED) (E. Elgar, 2012), 269-285;

Traditional Innovation and the Ongoing Debate on the Protection of Geographical Indications,
INTELLECTUAL PROPERTY AND INDIGENOUS INNOVATION (PETER DRAHOS AND SUSY FRANKEL,
EDS) (Australia National University Press, 2012)

Individual and Collective Management of Rights Online, in COPYRIGHT IN A BORDERLESS
ONLINE ENVIRONMENT (J. AXHAMN, ED.). Norstedts Juridik, 2012. 89-100;

Country Clubs, Empiricism, Blogs and Innovation: The Future of International Intellectual
Property Norm-Making in the Wake of ACTA, TRADE GOVERNANCE IN THE DIGITAL AGE (MIRA
BURRI AND THOMAS COTTIER, EDS). Cambridge University Press, 2012, pp. 323-343

The TRIPS Agreement, in MAX PLANCK ENCYCLOPEDIA OF PUBLIC INTERNATIONAL LAW (R.
Wolfrum, ed.) (Oxford University Press, 2008-), online edition, [www.mpepil.com]

TRIPS Articles 10; 63-71, in CONCISE INTERNATIONAL AND EUROPEAN IP LAW, 2D ED.
(THOMAS COTTIER AND PIERRE VERON, EDS). Kluwer Law International, 2011, pp. 38-42 and
168-186

The International Legal Framework of Border Measures in the Fight against Counterfeiting and
Piracy, in ENFORCEMENT OF INTELLECTUAL PROPERTY RIGHTS THROUGH BORDER MEASURES,
2d ed. OLIVIER VRINS AND MARIUS SCHNEIDER EDS.). Oxford Univ. Press , 2012, 51-76;

User-Generated Content and Music File-Sharing: A Look at Some of the More Interesting
Aspects of Bill C-32, in FROM "RADICAL EXTREMISM" TO "BALANCED COPYRIGHT": CANADIAN
COPYRIGHT AND THE DIGITAL AGENDA (MICHAEL GEIST, ED., Irwin Law, 2010)

Collective management of Copyright: Theory and Practice in the Digital Age, in COLLECTIVE
MANAGEMENT OF COPYRIGHT AND RELATED RIGHTS, 2" edn (D. Gervais, ed., Kluwer
Law International, 2010) 1-28;

Of Silos and Constellations: Comparing Notions of Originality in Copyright Law, in
INTELLECTUAL PROPERTY PROTECTION OF FACT-BASED WORKS (ROBERT F. BRAUNEIS, ED,
Edward Elgar, 2010) 74-106—coauthored with Professor Elizabeth Judge;

e Also published as an article (see below)

Policy Calibration and Innovation Displacement, in DEVELOPING COUNTRIES IN THE WTO
LEGAL SYSTEM (JOEL TRACHTMAN, AND CHANTAL THOMAS, EDS.) (Oxford Univ. Pr., 2009)
363-394;

TRIPS 3.0, in THE DEVELOPMENT AGENDA: GLOBAL INTELLECTUAL PROPERTY AND
DEVELOPING COUNTRIES (NEIL W. NETANEL, ED) 51-75. (Oxford Univ. Pr., 2009)

A Uniquely Canadian Institution: The Copyright Board of Canada, in A NEW INTELLECTUAL
PROPERTY PARADIGM: THE CANADIAN EXPERIENCE (YSOLDE GENDREAU ED). (Edward Elgar,
2009)

Rights Management Information, ALAI 2007: THE AUTHOR’S PLACE IN XXI CENTURY
COPYRIGHT (ALAI, 2008)519-551 (three languages)

TRIPS Article 10; Articles 63-71, in CONCISE INTERNATIONAL AND EUROPEAN IP LAW (THOMAS
COTTIER AND PIERRE VERON, EDS). (Kluwer Law International, 2008), 39-42 et 153-170

Intellectual Property and Human Rights: Learning to Live Together, in INTELLECTUAL
PROPERTY AND HUMAN RIGHTS (PAUL TORREMANS, ED). (Wolters Kluwer, 2008) 3-24

A Canadian Copyright Narrative, in COPYRIGHT LAW: A HANDBOOK OF CONTEMPORARY
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http://epress.anu.edu.au/apps/bookworm/view/Indigenous+Peoples%E2%80%99+Innovation%3A+Intellectual+Property+Pathways+to+Development/9731/ch06.html#toc_marker-11
http://www.amazon.com/Trade-Governance-Digital-Age-ebook/dp/B0089NURF8#reader_B0089NURF8
http://www.amazon.com/Trade-Governance-Digital-Age-ebook/dp/B0089NURF8#reader_B0089NURF8
http://www.irwinlaw.com/pages/content-commons/user-generated-content-and-music-file-sharing--a-look-at-some-of-the-more-interesting-aspects-of-bill-c-32---daniel-gervais
http://www.irwinlaw.com/pages/content-commons/user-generated-content-and-music-file-sharing--a-look-at-some-of-the-more-interesting-aspects-of-bill-c-32---daniel-gervais
http://www.tripsagreement.net/?attachment_id=484
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1335948
http://ssrn.com/abstract=1283985

42.

43.

44,
45.

46.

47.

48.

49.

50.

51.

52.

53.

54.

55.

RESEARCH. (PAUL TORREMANS, ED.) (Edward Elgar, 2007) 49-82;

The Changing Landscape of International Intellectual Property, in, INTELLECTUAL PROPERTY
AND FREE TRADE AGREEMENTS. (CHRISTOPHER HEATH AND ANSEL KAMPERMAN SANDERS,
EDS) (Oxford: Hart Publishing, 2007), 49-86;

TRIPS and Development, in INTELLECTUAL PROPERTY, TRADE AND DEVELOPMENT (D.
GERVAIS, ED, 3-60

e  See under Books (edited) above
A TRIPS Implementation Toolbox, in idem, 527-545

Traditional Knowledge and Intellectual Property; A TRIPS Compatible Approach, in, IPR
PROTECTION AND TRIPS COMPLIANCE. (VEENA, ED.) (Amicus/ICFAI University Press, 2007),
146-178;

e Republication of article listed under No. 39 below

Em busca de uma Norma Internacional para os Direito de Autor: O ‘Teste dos Trés Passos
Reversos’, in PROPIEDADE INTELECTUAL (EDSON BEAS RODRIGUES JR ET FABRICIO POLIDO,
EDS), (Rio de Janeiro, Elsevier, 2007), 201-232 (republication of article listed under No 37 in list
below)

The TRIPS Agreement and the Changing Landscape of International intellectual Property, in
INTELLECTUAL PROPERTY AND TRIPS COMPLIANCE IN CHINA. (PAUL TORREMANS ET AL., EDS).
(Edward Elgar, 2007), 65-84

The TRIPS Agreement and the Doha Round: History and Impact on Development, in
INTELLECTUAL PROPERTY AND INFORMATION WEALTH. (PETER YU, ED), (Praeger, 2006), vol. 3,
23-72.

The Changing Role of Copyright Collectives, in COLLECTIVE MANAGEMENT OF COPYRIGHT AND
RELATED RIGHTS. (DANIEL GERVAIS, ED.) (Kluwer Law International, 2006), 3-36

The Role of International Treaties in the Interpretation of Canadian Intellectual Property
Statutes, in THE GLOBALIZED RULE OF LAW: RELATIONSHIPS BETWEEN INTERNATIONAL AND
DoOMESTIC LAW. (O. FITZGERALD, ED), (Toronto: Irwin Law, 2006), 549-572

Le role des traits internationaux dans I’interprétation des lois canadiennes sur la propriété
intellectuelle, in REGLE DE DROIT ET MONDIALISATION : RAPPORTS ENTRE LE DROIT
INTERNATIONAL ET LE DROIT INTERNE (O. FITZGERALD, ED) (Yvon Blais, 2006), 679-712;

e  French version of previous item in list

The TRIPS Enforcement Provisions, in, CONCISE COMMENTARY OF EUROPEAN INTELLECTUAL
PROPERTY LAW (THOMAS DREIER, CHARLES GIELEN, RICHARD HACON, EDS.) (Kluwer Law
International, 2006)

The TRIPS Agreement, in BORDER MEASURES IN THE EUROPEAN UNION. (OLIVIER VRINS AND
MARIUS SCHNEIDER, EDS.), (Oxford University Press, 2006), 37-62;

Use of Copyright Content on the Internet: Considerations on Excludability and Collective
Licensing, in IN THE PUBLIC INTEREST: THE FUTURE OF COPYRIGHT LAW IN CANADA (MICHAEL
GEIST, ED). (Toronto: Irwin Law, Oct. 2005);

Copyright and eCommerce, in INTELLECTUAL PROPERTY IN THE GLOBAL MARKETPLACE: 2001
UPDATE. (NEIL WILKOF ET AL. EDS.), (New York: John Wiley & Sons, 2002). 18 p.
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http://papers.ssrn.com/sol3/papers.cfm?abstract_id=816964
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=816964
http://www.tripsagreement.net/?attachment_id=442

Articles

1.

10.

11.

12.

13.

14.

15.

16.

17.

The Protection Of Performers Under U.S. Law In Comparative Perspective, 5:1 IP THEORY 116-
133 (2015)

Authors, Online, 38:3 COLUM. J. L. & ARTS 385-396 (2015)

Improving Access to Medicines in Low-Income Countries: A Review of Mechanisms, 18:1-2 J.
WORLD INT. PROP. 1-28 (2015) (with Cindy Bors, Andrew Christie and Ellen Wright Clayton)

Fame, Property, and Identity: The Purpose and Scope of the Right of Publicity, 25:1 FORDHAM
INTELL. PROP., MEDIA & ENTERTAINMENT L. J. 181-225 (with Martin L. Holmes) (2014)

Who Cares About the 85 Percent? Reconsidering Survey Evidence Of Online Confusion In
Trademark Cases (with Julie M. Latsko) 96:3 J. PATENT AND TRADEMARK OFFICE SOCIETY
(2014), 265-297 *

The Three-Step Test Revisited: How to Use the Test’s Flexibility in National Copyright Law, 29:3
AMER. UNIV. INT’L L. REV. 581-626 (2014) (with Christophe Geiger and Martin Senftleben) *

The Future of United States Copyright Formalities: Why We Should Prioritize Recordation, and
How To Do It, 28:3 BERK. TECH. L.J. 1460-1496 (2013) (with Dashiell Renaud) *

The Patent Target, 23:2 FED. CIR. BAR J. 305-369 (2013)*

TRIPS and Innovation: How Recent Developments Might Inform Canada’s Foreign Technology
Policy, 29:1 CAN. INT. PROP. REV. 141-162 (2013) *

Plain Packaging and the Interpretation of the TRIPS Agreement, 46:5 VAND. J. TRANSNAT’L L.
1149-1214 (2013)* (with Professor Susy Frankel)

The Derivative Right, or Why Copyright Protects Foxes Better than Hedgehogs, 15:4 VAND. J.
ENT. & TECH. L. 785-855 (2013) *

Is Profiting from the Online Use of Another’s Property Unjust? The Use of Brand Names as Paid
Search Keywords, 53:2 IDEA 131-171 (2013) (with Martin L. Holmes, Paul W. Kruse, Glenn
Perdue & Caprice Roberts)

Plain Packaging and TRIPS: A Response to Professors Davison, Mitchell and Voon, 23:2 AUSTR.
INTELL. PROP. J. 68-95 (2013)*

The Scope of Computer Program Protection after SAS: Are We Closer to Answers? (with Estelle
Derclaye), 34:8 EUR. INT. PROP. REV. 565-572 (2012) *

Cloud Control: Copyright, Global Memes and Privacy, 10 J. TELECOM. & HIGH TECH L. 53-92
(2011) (coauthored with Dan Hyndman)

Golan v. Holder, A Look at the Constraints Imposed by the Berne Convention, 64 VAND. L. REV.
EN BANC 147-163(2011) ¢

e Cited by the Supreme Court of the United States in Golan v Holder (2011)
The Landscape of Collective Management, 24:4 COLUM. J. L & ARTS 423-449 (2011) *
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http://www.repository.law.indiana.edu/ipt/vol5/iss1/8/
http://lawandarts.org/article/authors-online/
http://www.tripsagreement.net/?attachment_id=525
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2556066
http://www.tripsagreement.net/wp-content/uploads/2014/12/85-percent.pdf
http://www.tripsagreement.net/wp-content/uploads/2014/12/85-percent.pdf
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2356619
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2318496
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2318496
http://www.tripsagreement.net/?attachment_id=483
http://www.tripsagreement.net/?attachment_id=443
http://www.tripsagreement.net/?attachment_id=443
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2234580
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2233941
http://ssrn.com/abstract=2241231
http://ssrn.com/abstract=2241231
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2017157
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1942461
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1946997

18.

19.

20.
21.

22.

23.
24.

25.

26.

217.

28.

29.

30.

31.

32.

33.
34.
35.

36.

Pamela Samuelson et al., The Copyright Principles Project, 25:3 BERK. TECH. L.J. 1175-1246
(2010)#

Making Copyright Whole: A Principled Approach to Copyright Exceptions and Limitations, 5:1/2
UNIV. OTTAWA L. & TECH. J. 1-41 (2008)*

e Published in March 2011
The Google Book Settlement and the TRIPS Agreement, 2011 STAN. TECH. L.R. 1-11;

Fair Use, Fair Dealing, Fair Principles: Efforts to Conceptualize Exceptions and Limitations to
Copyright, 57:3 J. COPYRIGHT. SOC.Y OF THE USA 499-520 (2010) *

e Reprinted in INTELLECTUAL PROPERTY LAW REVIEW (2011) as one of best intellectual
property articles of 2010

Reinventing Lisbon: The Case for a Protocol to the Lisbon Agreement, 11:1 CHICAGO J. INT’L
L.67-126 (2010)

The Regulation of Inchoate Technologies, 47 HOUSTON L. REV. 665 (2010);

The 1909 Copyright Act in Historical Context, 26:2 SANTA CLARA HIGH TECH L.J.185-214
(2010)#

Towards a Flexible International Framework for the Protection of Geographical Indications, 1:2
WIPO JOURNAL 147-158 (2010) (coauthored with Prof. Christophe Geiger, Norbert Olszak and
Vincent Ruzek) *

The Misunderstood Potential of the Lisbon Agreement, 1:1 WIPO JOURNAL 87-102 (inaugural
issue - on invitation) (2010) *

e Republished as 22 INTELL. PRoP. J. 57 (2009) (Can.)

Of Silos and Constellations: Comparing Notions of Originality in Copyright Law, 27:2
CARDOZO ARTS & ENTERTAINMENT L. J. 375-408 (2009)--with Professor Elizabeth Judge;

Traditional Knowledge: Are We Closer to the Answers?,15:2 ILSA J. OF INT'L. AND COMP. LAW
551-567 (2009)

The Tangled Web of User-Generated Content, 11:4 VAND. J. OF TECHNOLOGY AND
ENTERTAINMENT LAW 841-870 (2009) *

World Trade Organization panel report on China’s enforcement of intellectual property rights,
103:3 AM. J. INT’L L.549-554 (2009) (International Decision--on invitation);

Of Clusters and Assumptions: Innovation as Part of a Full TRIPS Implementation, 77:5
FORDHAM L. R. 2353-2377 (2009)

A Canadian Copyright Narrative, 21 INT. PROP. J. (Can.) 269 (2009) #

e Republication of book chapter with same title
The Protection of Databases, 82:3 CHI-KENT L. REv. 1101-1169 (2007) ¢
The Purpose of Copyright Law in Canada, 2:2 UNIV. OTTAWA. J. L. & TECH. 315-356 (2006) *

The Changing Landscape of International Intellectual Property, 2 J. OF INTELL. PROP. LAW &
PRACTICE 1-8 (2006) *

Intellectual Property and Development: The State of Play, 74 FORDHAM LAW REVIEW 505-535
(2005) #
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http://www.law.berkeley.edu/php-programs/faculty/facultyPubsPDF.php?facID=346&pubID=221
http://www.uoltj.ca/articles/vol5.1-2/2008.5.1-2.uoltj.Gervais.1-41.pdf
http://stlr.stanford.edu/pdf/gervais-google-books-and-trips.pdf
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1671676
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1710679
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1604184
http://www.wipo.int/export/sites/www/freepublications/en/intproperty/wipo_journal/wipo_journal_1_2.pdf
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1606926
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1545986
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1444516
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1444513
http://www.tripsagreement.net/?attachment_id=486
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1408128
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1551313
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1116643
http://www.uoltj.ca/articles/vol2.2/2005.2.2.uoltj.Gervais.315-356.pdf
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=870065

37.

38.

39.

40.

41.

42.

43.
44,

45.
46.

47.

48.

49.

50.

51.

52.
53.

54.

Towards A New Core International Copyright Norm: The Reverse Three-Step Test, 9 MARQ.
INTELL. PROP. L. REV. 1-37 (2005)

Copyright in Canada: An Update After CCH, REVUE INT. DROIT D’AUTEUR RIDA 2-61(2005)+#
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Essai sur la fragmentation du droit d'auteur : Deuxiéme partie 16 CAHIERS DE PROPRIETE
INTELLECTUELLE 501-536 (2004);

Etre au parfum: La protection des marques olfactives en droit canadien, 15 CAHIERS DE PROPRIETE
INTELLECTUELLE 865-904(2003);

Essai sur la fragmentation du droit d'auteur : Premiére partie, 15 CAHIERS DE PROPRIETE
INTELLECTUELLE 501-536 (2003);

L'affaire Théberge, 15 CAHIERS DE PROPRIETE INTELLECTUELLE 217-240 (2002);

Los sistemas basicos de derecho de autor y copyright: La nocion de obray la gestion de los
derechos de autor, 26 REVISTA DE DERECHO PRIVADO, 15-27(2001);

La Responsabilité des Etats a I'égard des actes des organes judiciaires, 6 R.Q.D.l. 71-82 (1989-
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